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DETAILED ACTION 

1 . Claims 1-20 are pending. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 4/19/2004 is in 
compliance with the provisions of 37 CFR 1.97 and has been considered by the 
examiner. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. For an invention to be statutory, an invention 
must disclose a "useful, tangible, and concrete result". The claimed invention as a whole 
must be useful and accomplish a practical application. That is, it must produce a "useful, 
concrete and tangible result." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601- 
02. The purpose of this requirement is to limit patent protection to inventions that 
possess a certain level of "real world" value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply a starting point for future 
investigation or research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966)); In re Fisher, 421 F.3d 1365, 76 USPQ2d 1225 (Fed. Cir. 2005); In re 
Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 
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Independent claim 1 recites the limitation "a selecting system for forming the 
chain of Web services by selecting a Web service for each of a plurality of tasks in the 
workflow". The claim fails to produce a useful, concrete, or tangible result. Rather, the 
system rearranges services to execute a workflow, without providing a tangible result to 
the user of the invention. There is no following step that shows a result of the workflow 
execution. Therefore the claim is rendered non-statutory. Proper correction is required. 

Independent claim 8 recites the limitation "means for forming a chain of Web 
services by selecting a Web service for each of a plurality of tasks in the workflow". The 
claim fails to produce a useful, concrete, or tangible result. Rather, the system 
rearranges services to execute a workflow, without providing a tangible result to the 
user of the invention. There is no following step that shows a result of the workflow 
execution. Therefore the claim is rendered non-statutory. Proper correction is required. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Gardner 



(US Publication 2003/0177143 A1) 
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As per claim 1, Gardner teaches "A system for dynamically implementing a 
chain of Web services from a client on the World Wide Web to execute a workflow," 
(see Abstract) 

"comprising: a database for storing a list of available Web services, wherein each 
listed Web service includes a description of a task performed by the Web service, and 
an input and output signature of the Web service;" (Figure 2 reference 210 and block 
0049, wherein a data warehouse stores bioinformatics data to process data, and a data 
parser transforms content of disparate data for identification and use) 

"and a selecting system for forming the chain of Web services by selecting a 
Web service for each of a plurality of tasks in the workflow," (Figure, 12, blocks 0051, 
0052, and 0098, wherein workflow and automation tools organize a drug discovery 
process using various modules and tools) "wherein the selecting system matches input 
and output signatures to ensure that each selected Web service is compatible with 
adjacent Web services in the chain of Web services." (block 0049, wherein a data 
parser may be used for each type of database to process data) 

As per claim 2, Gardner teaches "the workflow comprises a microarray analysis 
workflow." (block 0046, wherein the system analyzes and clusters bioinformatics data) 

As per claim 3, Gardner teaches "a workflow generator for creating the 
workflow." (Figure 2 reference 250, block 0098, wherein workflow tools organizes the 
tasks into a workflow to process data) 
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As per claim 4, Gardner teaches "the list of available Web services resides 
locally with the client." (block 077, 0096, wherein the user is presented with icons 
showing different tasks present in other data sources) 

As per claim 5, Gardner teaches "a system for collecting and storing available 
Web services data." (Figure 1 1 , block 0094, 0095) 

As per claim 6, Gardner teaches "a system for inputting sequence data into the 
workflow execution." (Figure 1 1 , block 0051 , 0100, wherein target identification and 
target validation module inputs data) 

As per claim 7, Gardner teaches "the workflow includes a specified input and 
output format." (block 0049, block 0086, 0087, wherein a user specifies the input and 
output format) 

As per claim 8, Gardner teaches "A program product, stored on a recordable 
medium for executing a workflow by dynamically implementing Web services from a 
client on the World Wide Web," (see Abstract) 

"comprising: means for storing a list of available Web services, wherein each 
listed Web service includes a description of a task performed by the Web service, and 
an input and output signature of the Web service;" (Figure 2 reference 210 and block 
0049, wherein a data warehouse stores bioinformatics data to process data, and a data 
parser transforms content of disparate data for identification and use) 

"and means for forming a chain of Web services by selecting a Web service for 
each of a plurality of tasks in the workflow," (Figure 12, blocks 0051, 0052, and 0098, 
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wherein workflow and automation tools organize a drug discovery process using various 
modules and tools) "wherein the forming means matches input and output signatures to 
ensure that each selected Web service is compatible with adjacent Web services in the 
chain of Web services." (block 0049, wherein a data parser may be used for each type 
of database to process data) 

As per claim 9, Gardner teaches "the workflow comprises a microarray analysis 
workflow." (block 0046, wherein the system analyzes and clusters bioinformatics data) 

As per claim 10, Gardner teaches "the workflow comprises a bioinformatics 
workflow." (block 0046, 004, "bioinformatics system") 

As per claim 11, Gardner teaches "means for creating the workflow." (Figure 2 
reference 250, block 0098, wherein workflow tools organizes the tasks into a workflow 
to process data) 

As per claim 12, Gardner teaches "the storage means resides locally with the 
client." (block 077, 0096, wherein the user is presented with icons showing different 
tasks present in other data sources) 

As per claim 13, Gardner teaches "means for collecting and storing available 
Web services data in said storage means." (Figure 11, block 0094, 0095) 

As per claim 14, Gardner teaches "a system for inputting sequence data into the 
workflow execution." (Figure 11, block 0051, 0100, wherein target identification and 
target validation module inputs data) 
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As per claim 15, Gardner teaches "the workflow includes a specified input and 
output format." (block 0049, block 0086, 0087, wherein a user specifies the input and 
output format) 

As per claim 16, Gardner teaches "A method for executing a bioinformatics 
workflow from a client on the World Wide Web," (see Abstract) 

"comprising: providing a workflow having a plurality of tasks;" (Figure 12, block 
0049, 0052, 0098, wherein a workflow with a variety of tasks is made by workflow and 
automation tools) 

"providing a list of known bioinformatics Web services, wherein each listed Web 
service includes a description of a task performed by the Web service, and an input and 
output signature of the Web service;" (Figure 2 reference 210 and block 0049, wherein 
a data warehouse stores bioinformatics data to process data, and a data parser 
transforms content of disparate data for identification and use) 

"selecting a Web service from the list of known bioinformatics Web services for 
each task in the bioinformatics workflow to form a chain of Web services, wherein the 
selecting step matches input and output signatures to ensure that each selected Web 
service is compatible with adjacent Web services in the chain of Web services;" (Figure 
12, blocks 0051, 0052, and 0098, wherein workflow and automation tools organize a 
drug discovery process using various modules and tools) 

"and calling each selected Web service in the chain to execute the bioinformatics 
workflow." (block 0098, wherein the processes of the workflow are executed) 
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As per claim 17, Gardner teaches "the bioinformatics workflow comprises a 
microarray analysis." (block 0046, wherein the system analyzes and clusters 
bioinformatics data) 

As per claim 18, Gardner teaches "the list of known bioinformatics Web services 
resides locally to the client." (block 077, 0096, wherein the user is presented with icons 
showing different tasks present in other data sources) 

As per claim 19, Gardner teaches "the workflow includes a specified input and 
output format." (block 0049, block 0086, 0087, wherein a user specifies the input and 
output format) 

As per claim 20, Gardner teaches "the step of calling each selected Web service 
includes the step of providing a set bioinformatics data to a first Web service in the 
chain in the specified input format." (blocks 0078, 0079, 0080, 0081) 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Seilhamer et al. (US Patent 6,023,659) 

Glynias et al. (US Patent 6,453,333 B1 ) 

Jevons et al. (US Patent 6,804,679 B2) 

Milosavljevic et al. (US Publication 2004/0098204 A1) 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dangelino N. Gortayo whose telephone number is 
(571)272-7204. The examiner can normally be reached on M-F 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim T. Vo can be reached on (571)272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 17-9 197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dangelino N. Gortayo Tim T. Vo 

Examiner SPE 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



